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Chapter 1: Introduction to Intellectual Property Rights 

Intellectual property rights. The protection of intellectual property. But what is “intellectual property”? 

More importantly, how do they affect small business? In this book we are going to look at the concepts of 

intellectual property rights and how they can work in your favor to help protect your business. 

There are three areas of intellectual property rights (or IP we will call them) that affect small businesses. 

Each encompasses a different type of IP: 

1. Patent Protection 

2. Copyright Protection 

3. Trademark Protection 

While the concepts of each differ, the intent or purpose of each is the same: to protect your ideas, thoughts, 

and business identity from those who might seek to profit from your work. 

Let us look at them one by one and see how each works and what areas of protection they provide to your 

small business operation. 

Patent Protection 

In the simplest of terms, patents protect ideas. These can include designs, constructions, and a multitude of 

other ideas that we will discuss later in this guide. In general, patents protect ideas and designs you have 

developed that can include new methods of setting gemstones, a new design for a coffee maker, or perhaps 

a new type of use for a laser welder. Anything that is the result of your idea that can be designed and put on 

paper can be patented if it meets the patent requirements. 

Copyright Protection 

While patents protect your ideas and designs, copyrights protect your creative thoughts that you put into a 

specific media. For instance, if you write a book, that is copyright protected. If you design a computer 

program, that is copyright protected. If you draw a unique computer aided design, (CAD) that is copyright 

protected. In other words, anything you create on a publishable medium is copyright protected. There are 

levels of protection you need to know, and we will cover those later in this course. 

Trademark Protection 

While patents and copyrights protect things you create, trademarks protect who you are. Trademarks 

protect your identity to consumers. Trademarks can be a wide range of things that identify your business to 

consumers. We will talk about the specifics in the Trademarks section of this guide. The key issue is that 

unlike patents and copyrights, trademarks protect your image to consumers rather than something you have 

designed or created. 

In this guide we are going to look at each of the IP protections and how those can have a positive result for 

your business. In this day of the internet and intense competition, protecting your creative designs, 

concepts, and identity is important. Sometimes those can be protected with just a few simple steps. Other 
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times those protections can come with high costs and litigation. They key is to understand your IP rights 

and know how to best protect yourself and your business in a manner that is not only productive but also 

cost effective. 

Let us start with Patents. 
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Chapter 2: Introduction to Patents 

The real purpose of a patent is beyond what most people think when they hear the word “patent”. The 

general thought about patents is that they protect someone’s invention. While this is certainly one benefit 

of a patent, it is not the primary benefit of patents. 

The primary benefit of a patent is that it encourages innovation in the market, for the good of the 

consumers in the market.  “For the good of consumers in the market”…that is sort of a strange concept to 

use to create patent protection. And exactly how do patents encourage innovation in the market for the 

good of consumers?” To answer that we must look at the incentives that patents provide to inventors. Not 

just protections, but incentives. 

Incentive to Invent 

The first is the incentive to invent. To create new products. When Thomas Edison invented the first light 

bulb there was an incentive to invent something that would make a lot of money. Given the huge potential 

profits from being the inventor of the first electric light bulb to light our world, Edison spent great effort in 

developing different possible models of the light bulb before finally finding that one design that worked. If 

he anticipated that being successful with the invention would come with no protection for his work, he 

would not have been so motivated to complete the research and create the final invention. The protection of 

the United States Patent Office gave him the incentive to invent one of the most important products in the 

history of the world. 

Below, on the next page, you see a copy of the 1880 US Patent for Edison’s light bulb. (from 

ourdocuments.gov website) 
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Without the incentive to invent Edison would not have spent the time and resources to invent the light bulb 

because just anyone could have read about the invention and stolen the concept and design and produced it 

themselves.  This protection gave Edison the incentive to invent. 

Incentive to Disclose 

What if Edison invented the light bulb, but never told anyone for fear they would steal his invention? The 

world might have waited many years before electric lighting was available for homes and businesses. Just 

as Edison had an incentive to invent the light bulb, protection by a patent gave him the incentive to disclose 

his invention. After all, had he not been able to let the world know about his invention for fear of getting 

ripped off, he might have had a wonderfully lit office that no one else knew how or why it was done. To 

make the new light bulb known to the world, Edison needed protection for disclosing the invention to the 

world. The US Patent gave Edison the incentive to disclose the invention to the world. 

Incentive to Commercialize 

Except in rare cases, no invention is worth creating unless it can be sold and commercialized. Virtually 

every new invention  on the market was brought to market after a lot of extremely hard work by the 

inventor, with the end goal of making a profit. Patents need to protect the inventor not just to invent and 

disclose the invention, but also protect the patent holder so the invention can be sold on the market without 

fear of the design getting ripped off, duplicated and stolen on the market. 

The inventor must have the incentive to put the new product out on the market to commercialize the 

product and make it available to the consumer. A new product design or unique improvement to an existing 

product is always in the best interest of consumers to keep the economy moving forward. Inventions must 

be protected once they hit the market to protect the commercial interests of the inventor. Through the 

patent, inventors have that incentive to commercialize their inventions through protections once they are 

being sold. 

Incentive to Design 

For technology to advance for the benefit of consumers, most products go through an evolution of changes 

and improvements. What is a working design today may be an outdated design a few years from now? 

What is a great design today may need to be re-designed to meet the needs of consumers a few years from 

now? In these cases, a single patented design can not anticipate or meet the needs of the future. Inventors, 

who we will now call designers, must have the incentive to create new designs from older designs. They 

must have an incentive to look at what has been patent protected to this day and find ways to change and 

improve it for the future. This is where patents provide an incentive to create new and improved designs. 

Here is an example: 

Automobile Automatic Transmissions 

Until 1923, automobiles required a manual transmission, that is a clutch and gear shifter where the driver 

was required to change gears by hand as the car gained speed. In 1923, however,  Henry Hoffman of 

Chicago, applied for a patent under the heading of “Automatic Gear Shift and Speed Control” that 

presented for patent a new type of gear shifting mechanism that used the power of the car engine to shift 
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gears without the need for a clutch. Huge innovation that benefitted all of society at the time. Key term: “at 

the time”. 

As time went by Mr. Hoffman made two improvements to his patented design, which were also approved 

by the US Patent Office. But time marches on. 

While this first automatic transmission design worked, there were methods in its operations that became 

out of date as automobile technology improved. The use of hydraulics and large engines provide new 

technology advancements that could be used to improve the automatic transmission. 

Between 1940 and 1950, many new advancements were developed to make automatic transmissions 

smoother and stronger. Since each of these added a new design concept, each was given its own patent for 

its innovation. 

To this day, new improved versions of the automatic transmission are being introduced by virtually all auto 

makers. Which begs the question: What happened to Mr. Hoffman’s patent for the automatic transmission? 

Well, first a patent is only good for 20 years after it is awarded. There are some changes in that but in 

general a patent is good for 20 years.  Secondly, the improvements in the automatic transmission are new 

designs, new innovations, and new concepts of how an automatic transmission can work more efficiently. 

Each of these advancements is a new design and new patent, and a new protection for the designer who 

made the improvement. 

By providing designers an incentive to design better products that truly advance the old designs in unique 

ways, patents provide benefits to consumers by allowing for product advancements to be achieved. 

Incentive to Invest 

And finally, the incentive for others to invest in the development of new or improved products. Research 

and innovation costs money, and lots of it. The average cost to bring a new drug to market is US$985 

million, just short of a billion US Dollars. This is due to the need to create and test the drug and get the US 

Food and Drug Administration to go through the approval process, and finally bring the new drug to 

market. That is a huge investment for someone to make in a product. The only way any pharmaceutical 

company can recoup the cost and make a profit is to know they will have protection to sell the product once 

the process is complete. 

If you ask how this benefits consumers, think of just how much the world needs a vaccine for the Covid-19 

virus. Then consider just how much it  costs to bring a drug to market. Most drug companies must have 

outside investors to help offset the cost of this research. Investors must have the assurance that if 

successful, the drug vaccine they helped pay to develop will return profits for them. Otherwise, why invest 

at all? To get that protection requires a US Patent that will help protect their investment. 

And the result: benefits for consumers. In the very real case of the Covid-19 virus, the world is waiting 

hopefully for a vaccine that will end this pandemic. We are all cheering on the researchers in hopes they 

will succeed in bringing a vaccine to the market. But to do that, the investors who are helping pay the 
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billions of dollars in research and development must know their investments are protected. This is the job 

of the US Patent Office. 

Summation 

As you can see, consumers benefit from patents. Patents help us get new inventions, help improve those 

inventions, and help bring improved products to the market that make life easier for consumers. That is the 

true value of a US Patent. To accomplish that, inventors and designers must know that their work product 

is protected, which gives them the incentive to keep doing their work. It is this benefit to consumers 

through protection of the innovations that make US Patents so important to us all. 
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Chapter 3: What is a Patent 

We have learned the benefits that patents bring to society which tells us why patents are important, but 

what are patents? What is this document that provides this protection? 

USPTO 

The United States Patent and Trademark Office was first established when the first US Patent was awarded 

on July 31, 1790. The first patent was signed by US President, George Washington.  Since that time, the 

USPTO has undergone many transformations to the modern day USPTO. The history is far too long and 

convoluted for our purposes here but suffice to say that the concept of protecting inventions and product 

developments goes back to the beginning of the country. 

Today the USPTO is part of the US Department of Commerce and oversees the review, approval and 

issuing of all US Patents. 

The Patent 

The patent document has many parts, including a description of the item, the inventors, and lawyers and a 

long list of references and explanations of the product and how it works. For the purposes of this course we 

are not going into the legal structure of the patent as that is something to discuss with your lawyer should 

you decide a patent is right for you. Instead, we will take a basic overview of the patent document to better 

understand what you see if you decide to perform a patent search of your own. 

Below is a picture of US Patent #US D881,740 S for an ornamental design for a jewelry item, awarded to 

Tiffany and Company on April 21, 2020. This is just the first page of the patent, but you can search jewelry 

design or other patents for yourself in the USPTO database, something we will talk about later. For now, 

look at this new Tiffany and Company patent and look at the various information provided. 
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You will notice this is a “Design Patent” which is self-explanatory. There are other types of patents such as 

utility patent for inventions that assist in the operations of various products. In this case we have a Design 

Patent which is the patent application for a unique design in things like jewelry. For any of you who design 

your own jewelry items, this is the type of patent you will want to pursue to protect your new jewelry 

design. You should not confuse this with a copyrighted design that we will talk about later. That has to do 

with drawings and computer generated images. The Patent Design is for the unique structure of this ring, 

the unique design, and to protect this from getting knocked off by a competitor, you need patent protection. 

This brings up the next question: What can be patented? 
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New and Useful Processes 

A new way of processing things from everyday life can be patented. For instance, an inventor designs a 

better way to purify a city water supply. This new method of purification can be patented. It is both a new 

and useful way to process drinking water. Sure, the city water company has a current method to purify its 

water system, and the new innovation has not invented purifying water. But what it has done is invent a 

better way, a new and improved way to purify water. In this case the patent is not for coming up with the 

new idea, but for coming up with a better way to use the old idea. New and useful purposes. 

Machines and Manufacturing 

This type is easy to understand, new and better machines and manufacturing. New machines that can do 

new things, or new manufacturing techniques that create new and/or better products are important for 

patents. The new High Pressure / High Temperature diamond-making presses are a great example. Without 

the invention of these machines we would not have the growing market of lab created diamonds for use in 

technology and jewelry. The consumer benefits from the lab created diamond availability is what patents 

are all about: Improving the life of consumers through new machines and manufacturing techniques. 

Composition of Matter 

We have already talked about this topic with the development of new drugs. Without the protection of a 

patent there would be no incentive to develop new drugs. As a result, the composition of these new drugs is 

a serious subject for patent approval. Additional to this could be composition of chemicals for industrial 

uses and a wide variety of others. 

Jewelry Industry Designs 

Though not a formal topic of patent study, I must mention that there is a wide variety of patentable designs 

that may arise in a jewelry store or office. New jewelry designs as we have seen with the Tiffany and 

Company patent, new designs in clasps and catches and new designs in little known things like earring 

backs can all be patented. Below is just that, with a US Patent issued for a heart design addition to the 

classic friction earring back. Below you can see the combination of several points we discussed above. It is 

not only a jewelry design but is also a new innovation on an old design that makes for something unique. 
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What are the standards for getting a patent? 

Novelty 

The first standard is novelty. The invention must be unique. The USPTO Examining Attorney will look to 

see if your invention is simply a rework of an older, pre-existing idea, or if you truly have something 

unique.  If the application is for an item that is simply a slight re-work of another item that existed before, 

that will not be considered a “novel” or new idea. Patented ideas must be new ideas. 

Non-Obvious 

The patent application must be for an invention that is something not thought of in everyday life. 

Something that is obvious to everyone cannot be patented, even though occasionally one will get through 

the USPTO review process. The most controversial is a patent for a cat exercise technique. A supposedly 
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novel way to get a cat to exercise. However, this new ‘invention” that was approved was nothing 

more  than an explanation of taking a laser pointer, moving the laser light around the floor to make a cat 

chase it. Yes, it got a patent. It was issued in 1993 so the 20 year registration has expired, but that one got 

by the USPTO examiners that caused quite a stir among inventors. In general, you must have something 

that is non-obvious, such as a unique product design no one has ever thought of exactly as your design. 

Anything that is not obvious to everyone can be considered for a patent. 

How do you get a patent? 

First and most obvious, get a good patent attorney. Patent law is very convoluted and good patent attorneys 

who specialize in filing patent applications can be difficult to find. Next is the application process. The 

application process will also be convoluted. It requires a great amount of legal research and patent claims 

preparation. The first step to getting a patent is to understand that you need one and why, then begin the 

application process by finding a good patent attorney. If you have a viable product or design, the attorney 

will be well worth the investment. 

How long is a patent enforceable? 

Patents are good for  20 years from the date of your application. That means if you get the patent you will 

need to commercialize it as soon as possible to maximize the profit benefits. This is also why you see so 

many “generic” drugs on the market. Once that 20 year time limit is up, that huge research and 

development cost to a drug company is lost as the patent for the drug, and ownership of the drug, ends. 

This is also a reason why new drugs on the market are so expensive. 

In the next chapter we will look at how patents work. How do they protect your inventions or designs, and 

what do you do when someone violates your patent? 
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Chapter 4: How Patents Work 

Patents work in a rather simple way; they grant you property rights over your invention or design that allow 

you to exclude others from using it. That is a big order for a simple concept. Let us look deeper into this 

idea. 

First, unless you invented the item or design while working for someone else, you own the patent as a 

private person. If you were working for someone else at the time who paid you to produce the invention, 

and they make the application for patent, they will own the patent rights. But for now, let us work with the 

idea that you as a small businessperson submitted and received your patent for yourself. This puts you in 

private control of your patent. If you do not want it out there on the market, that is up to you. It is not 

commercially productive to do this, but it is your right. But let us say you want to commercialize your 

invention. What protections do you get? 

Protection from others 

Your first protection is that you get to control who uses your patented item. Other companies who may 

want to distribute your products must get your permission, even if they obtain the product from another 

manufacturer that you allow to distribute your product. You control who uses your patented product. 

What else can you do with a patented product? 

There are several things you can do to commercialize your product. 

Sell your patent 

You can sell your patented product to a company willing to buy it to produce for themselves. Example 

would be a product that you created, but perhaps did not have the money to produce commercially and 

create a market to sell.  In this case you might want to sell your patent rights to the product to a large 

company who has the resources to bring your patented idea to market. In this case you would sell your 

rights and be done with any claim to the patent or product. 

License your patent 

You can license your patented product to a larger company to manufacture and sell for you. Again, small 

businesses often do not have the resources to produce commercial quantities of a product and do the costly 

marketing of a product to make it profitable. In this case the patent owner might license the product to 

another company. In this case you do not give up the ownership of the patent or rights to the product, but 

you license another company to produce and sell the product, usually paying you a royalty. A royalty 

means the company who licenses your product pays you a license fee, then pays you a set price per item 

they sell as a royalty for the right to produce and sell your product. This can be a beneficial relationship for 

small businesses with a great product but few resources to take commercial advantage of the product. 
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Trade your patent 

You can trade your patented product to someone who owns a patent on a different product you would like 

to make and sell. You may have created an invention or design that you find you really do not need or want 

to pursue. If you find someone else with a product you would like to make and sell, you can trade your 

patent for theirs. 

Divide your patent 

Finally, you can divide your patented product to investors. Many times, small businesses do not have the 

resources to bring a newly patented product to market and must seek investors. With little in the way of 

collateral to attract investors, some inventors will sell a piece of the patent to the investors. If the patented 

items are licensed or sold, the investor’s money is protected by owning some of the patent. 

These are just a few of the ways that patents work. The main issue is that they protect your invention or 

design and allow only you to control it. But what if someone infringes on your patent rights? What if 

someone sees your product or design and makes a duplicate for themselves and starts selling it on the 

market in direct competition to you? Then you need the enforcement part of a patent to begin. 
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Chapter 5: Patent Infringement 

Owning a patent on your invention or design is one thing, but what happens when you find someone 

infringing on your patent? We need to first look at patent infringement and understand the levels of 

infringement. 

Direct Patent Infringement 

Direct infringement is when someone sells a product of the same design as your patented design or is 

substantially equivalent. 

Same Design is exactly what it says, someone ripped off your design and are making it themselves and 

selling it as their design. This happens a lot in the jewelry industry and is difficult to deal with for small 

businesses. 

Substantially Equivalent means that someone has taken your design and used a large portion of your 

design but added a few changes to make it their own. This is not a matter of improved design as with 

automatic transmissions. This is a matter that someone has taken your design, made minor changes so they 

can claim they are not using your design, then sell products based on your design. The key term is 

“substantially equivalent”, meaning mostly your design. A substantial amount of the design is from your 

patent protected design. 

In each of the above cases the only way to stop the infringement is to bring the party to court. So, the actual 

party doing the infringing is the party to the litigation. 

Indirect Patent Infringement 

This is not something that affects small business very often. The concept is that a manufacturer makes a 

product that by design, is unique and not violating anyone’s patent. However, when it is used by 

consumers, the act of using it creates the patent infringement. 

An example is that of a software program called Napster, one of the first music sharing software companies 

from the 1990s. In this case Napster developed a program by which consumers could download and record 

music for free. The Napster software as it stood on the shelf was not a violation. But when consumers used 

Napster to illegally download music, the software became a free version of a “for pay” program the music 

companies offered to sell music to consumers. As it stood, Napster did not violate a patent as the software 

program itself was unique. However, when it was used for the same purpose as the paid programming, it 

violated the patent of the paid programming software. This situation also flowed over to copyright violation 

which we will discuss later in this course. 

In this case, it was millions of consumers who were violating the patent by use of the Napster 

programming. But the music companies could not sue millions of consumers. So, they sued Napster as the 

source of the indirect patent infringement being done by consumers. The party to the litigation was not the 

consumer, it was the party that was indirectly responsible for consumers actions. Napster lost the litigation 

and was eventually shut down. 
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Enforcing Patents 

This is where the situation gets difficult for small businesses. Enforcing a patent can be costly and time 

consuming. When a small businessperson designs something incredibly special, it draws the attention of 

many others who wish to cash in on their idea or design. Patent violators often know that a small 

businessperson does not have the resources to file a patent infringement litigation as the cost is high and 

length to prosecute the litigation is long. If the patent holder prevails, they can recover legal costs as part of 

the court judgement, but that again can take a long time. Also, the patent holder can prevail in court, be 

awarded legal costs, and still not be able to collect any money if the infringer is far away or has few 

resources of their own. Clearly, enforcing a patent is something that small businesses will want to avoid at 

all costs. 

But what do you do when you find an infringement of your patent? 

If you find someone on a competing website selling your patented design, you can contact their internet 

service provider (ISP) along with a copy of your patent and a copy of the offending website and design and 

request a review. Internet service providers, to be an ISP, must sign a commitment of ethics to get 

authorized. This means they must review and respond to complaints of their clients regarding copyright and 

patent violations. A clear case of patent infringement can often be resolved by a complaint to the ISP if 

your complaint is well documented. 

Another cost effective method is to contact the offender and send them the USPTO Patent Number for your 

patent, and specifically let them know which item they are selling is violating your patent. There are cases 

where someone is selling a patented design from another manufacturer without knowing it is a patented 

design. When confronted with the fact and potential for litigation over the issue, they often will take the 

item down and work with you on finding the offending manufacturer. 

Next is the Cease and Desist Letter from an attorney. You will have to spend some money on this, but it is 

far less than litigation. In most cases, when someone is violating a patent, and they get a letter from an 

attorney, they know you are serious about enforcing your patent and will stop the violation. 

If someone is violating your patent without knowledge (indirect infringement) or duplicated your patented 

design without realizing it is patented, they will usually stop the violation with a contact per one of the 

above. Usually. Not always, but usually. 

The last scenario is someone seeing your design and not caring a bit about your patent and ripping you off. 

This is the worst kind. At this point you need to contact an attorney and discuss your alternatives. Patent 

litigation, as I said before, is expensive and time consuming. If there is a lot of money involved in a 

successful design, you will want to seriously consider litigation. But decide wisely because if you lose the 

litigation you could end up having to pay your legal costs and the other guys as well, and potentially losing 

your patent right. 

Having been involved in a lot of litigation regarding internet based issues there are a couple of things I can 

tell you that might help. Again, I am not a lawyer and you should consult with a lawyer before making any 

decisions, but these are things that helped me in actual litigations. 
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1. Place in the copyright section of your website (at the bottom of each page) that anyone visiting your 

website agrees to follow the specific guidelines for use of your website that are set forth in your 

copyright section. 

2. Place in the copyright section of your website that some of your designs are patented with the 

USPTO and that any violation of your patents will result in litigation. 

3. Place within the copyright section that in the case of any litigation or dispute that (your county and 

state) is the agreed legal jurisdiction for all litigation that may arise. 

You may want to review this with your attorney, but I have used this successfully to make sure if 

something happens such as a copyright or patent violation, that the other guy knows he has already agreed 

that he has to come to Bexar County, Texas for any litigation. Either against me or me against him. 

This also gives you the legal ability to file the lawsuit in your hometown against someone across the 

country who may be violating your patent or copyright. Keeps you from having to travel to where they are. 

This is not a guarantee. You need to consult with your attorney. But I have enforced this on at least two 

occasions. I state that in the event of any dispute, the agreed legal jurisdiction of record will be Bexar 

County, Texas, which is San Antonio, Texas. 

This makes people hesitant to want to get involved with you legally when they know they have agreed to 

come to your town for all legal actions, an expensive thing to know. 

The other issue is this (and also from court experience) anyone doing business on the internet is doing 

business in any state they have customers and accept business. So, a business in New York that rips off a 

customer in Texas cannot claim they cannot be sued in Texas since they are in New York. If they have an 

internet business and do business in Texas, they can be sued in Texas (or whatever state you are in). 

The bottom line is if someone infringes on your patent, you have options even as a small business. You 

must look at the situation carefully, decide just how serious is the violation and what you are willing to do 

to stop it, and then go for it. Otherwise you will find that a successful patent you hold will not be worth 

much if it cannot be enforced. 

This will end our discussion on patents. There is obviously far more to know about filing a patent 

application for which you will need a good patent attorney. If you have a great idea and want to protect it, 

the USPTO is there to help protect your idea. 
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Chapter 6: Introduction to Copyright 

Let us move forward to an area that affects most small businesses: Copyrights. Copyrights are different 

from patents in that copyrights protect expression rather than ideas. That may sound sort of strange but 

consider this, if you have an idea for a new ring design, that is patentable as something that can be 

manufactured as a unique design. However, if you create a drawing of a jewelry design to hang on your 

wall or post on your website, that is not something that will necessarily be manufactured. It may be a 

design you want to show to your customers on your website to show your artistic talents. That is an 

expression of your ability and is therefore covered under a copyright. Copyrights cover your expression 

through various “fixed” mediums. 

Fixed Mediums 

The issue of a “fixed medium” is important to establish your copyright. This means you must put your 

creation in a place that can be viewed by the public. For instance, if you draw a picture and post it on a 

website, that is a fixed medium. If you write a poem and post it on a poetic website, that is a fixed medium. 

If you write a book and sell it to your clients, that is a fixed medium. If you make a recording of a song you 

wrote and send it out to friends, that is a fixed medium. I think you get the point. Anything you create as an 

expression and post it where it can be read or viewed or experienced by the public qualifies. But what does 

it qualify for? 

Copyrightable Subject Matter is Automatic 

As soon as you post your creation of expression you have created a copyright. Copyrights are based on 

original posting or publication or creation. If you have a website that you upload to the internet,  you have a 

copyright on that sight. If someone else copies your website later, you can prove that you had the website 

first through a domain search and prove you had it first. That is one example. As soon as you publish or 

post or distribute any copyrightable subject matter, you are automatically granted copyrights to that matter. 

Before we talk about your legal rights of a copyright, let us talk more about what is copyrightable subject 

matter. 

Elements of Copyright 

The following are a few of the elements of copyrightable matter: 

• Artistic works 

• Literary works 

• Movie scripts 

• Plays 

• Songs 

• Drawing designs such as jewelry 

• Software programs 

The following are not copyrightable matter: 

• Internet domain names (more on that later) 
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• Systems of operation (these are patents) 

• Innovation drawings and diagrams (again, patents) 

• Facts such as customer lists, maps, and even cooking recipes. Again, we will talk more on this later. 

The bottom line here is that just about any expression you make regarding any subject in any type of 

medium can be copyrighted as long as it does not encroach on the area of designs, methods of operations, 

or facts available to everyone. 

Standards for Validity 

There are two standards of validity of your copyright. To qualify as copyrighted matter, you must meet 

these two standards: 

1. Whether it is a song, a book, a picture, a movie, or anything else, your work must be original. While 

this may seem like common sense a great deal of litigation is raised over this issue. Songs can be 

quite similar creating conflict over who wrote it first. Movie ideas can be realized by two different 

people and a dispute arises. In general, to qualify as copyrightable material you must have produced 

an original work. 

2. Fixed Tangible Medium. Once again, as discussed previously, you must post or publish your work 

on a fixed medium such as a website, book, presentation, art gallery, store sales floor, concert, 

etc.…to qualify for copyright protection. 

Copyright Legal Protection 

Here is where the issue becomes clouded for many small businesses, copyright protection. Where does it 

start and what does it cover? 

The first issue is the most important: to have legal protection including legal recourse against a violator of a 

copyright, the copyright owner must formally register the work with the United States Copyright 

Office.  There is a formal process for submitting copyrightable material to the USCO on their website. 

Below is a link to their website. From this site you can get information on how to register your copyright. 

We will have more on this a bit later in this course. 

https://www.copyright.gov/ 

Below is one of my registered copyrights. This is a guidebook I wrote while living and working in the 

Caribbean, having founded the Caribbean Gemological Institute. This is an example of a copyright search 

available through the USCO website above. I registered this book in 1996. 

https://www.copyright.gov/
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Common Law Copyrights 

The second issue is the one most small business need to know: Copyrights that are not formally registered 

are considered “common law” copyrights. A common law copyright is based on who produced the 

expression first. The first to produce a drawing, photograph, poem, etc. owns the common law copyright. 

In the case of a website stealing your images, for instance, you can usually use what we discussed 

previously about internet service providers. You can contact them and prove you produced the image or 

whatever and ask them to require one of their clients to stop using your copyrighted images.  This means 

you can get someone violating your copyright to stop if you can get the medium on which they are using 

your material to remove their violating material. Most internet service providers will abide by a common 

law copyright if the original owner can make a case that they owned the material first. There is no 

guarantee, but properly documented and submitted, most ISPs will help you. But there is a larger problem. 

It is a classic situation for a small business to spend many hours loading product images and information on 

a website, only to find those same images being used by a bogus seller in another website located in 

another state or even another country. I have heard several people get told “get a lawyer and sue them”, 

which is unbelievably bad advice. First, if your website content is not formally registered with the 

copyright office, you have no legal ability to sue them. Second, if they are outside of your area, if you do 

decide to try a lawsuit you will have to find where the offender is located and deal with that. If local, no 

problem. But if another state or country, the cost to enforce your copyright may far exceed the loss you 
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experience of their actions. You must weigh out the decision. But do not let people just tell you to “get an 

attorney and sue them for everything they got!” The system just does not work that way and if your content 

is not formally registered, you do not have litigation as a viable recourse. You will have to deal with the 

offender’s ISP and make your best case. 

The fact is that as soon as you create copyrightable material and post it in a fixed medium, you have a 

copyright. It is automatic. But it also comes with limited protection. To be fully protected you need to file a 

formal copyright registration. 

Remember, it is easy and inexpensive to formally file a copyright with the United States Copyright Office. 

In the event of issues, a Registered Copyright will give you far more options. You can rely on common law 

copyright for a lot of the day to day things like product images, but for full legal protection you need a 

formal Registered Copyright. 

That is the introduction to copyrights, now let us talk about the specific rights that a formal copyright 

provides you in the next chapter. 
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Chapter 7: Rights of Registered Copyright Owners 

OK, let us say you have registered your work with the US Copyright Office, so what rights have you been 

given to control your copyrighted work? It turns out to be more than you might realize. 

• Only you can reproduce your copyrighted work, design, song, picture, whatever. No one else 

can reproduce your work without your permission. We will talk about Fair Use of copyrighted 

material in a later chapter. For now, you just need to know that no one can copy, duplicate, or 

reproduce your copyrighted work without your permission. 

• Create a Derivative. No one can create a derivative work of your work. What is a “derivative 

work”? If you write a novel using a certain character as the main player, no one else can write their 

own novel using your character in their own book. No one can write a “Part 2” of your book. If 

your novel leaves off at a certain point in time, no one can write a book from that date forward, it 

would “derive” its content from your work. That is creating a derivative. Only you can continue the 

story. 

• No one else can distribute your work without your permission. If you write a book and sell it 

through a bookstore and you want only that bookstore to sell your book, only that bookstore is 

allowed to sell your book even if another book store gets their hands on copies of your book. You 

control who sells and distributes your work. This includes movies. Movies are protected and 

controlled regarding who can show the movie to theater goers. The owner of the movie copyright 

can control where the movie is shown. This includes all types of distribution which are also 

controlled by the copyright owner. 

• Performance and display. This steps beyond the movie distribution. If you write a play, you are in 

control of who can perform your play and where. Same goes for your artwork. If you are a painter 

and have a formal copyright on your work, you can control which gallery can display your 

paintings. Same applies to music. In this crazy political climate, some music is used in political 

rallies without permission of the copyright owner, usually the artist who performed the original 

recording. These artists can control who plays their music and where. 

• Encryption Protection. If you write a computer program that is copyrighted, you control the 

encryption of that program to protect it. Others cannot get a copy of your program and encrypt it to 

the point it is out of your control. You, as the copyright owner, have the right to control any 

encryption of your work. 

Remember, all these rights of copyright are only available if you file a formal document with the United 

States Copyright Office. While you may get common law protection of these rights, in the event you find 

violators you will not have legal recourse unless you have a formal copyright on your work. 

Next we will review the Limits of a Copyright. 
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Chapter 8: Limits of Copyright Protection 

Next we will talk about some limitations and timelines for copyright protection. What can be copyrighted 

and what is not subject to copyright. We will start with the timeline of copyright protection. 

Length of Time for Copyright Protection 

One of the first questions everyone has is how long does copyright protection last? While patents are only 

good for 20 years after application date, copyrights work much differently. Copyright protection extends 

for 70 years after the death of the author. Meaning that someone who writes a bestselling novel has 

copyright protection throughout their life, and when they are gone their estate can continue to collect 

royalties on the novel for another 70 years. 

Copyright Restrictions 

As we have discussed earlier, copyrights are for expressions of thoughts, not for protection of ideas. Ideas 

in the form of inventions, processes and product improvements are for patents. When a copyright 

application is filed it cannot include patentable content for an especially important reason: If challenged in 

court and you believe your patentable idea was protected by copyright, you will lose the rights to your idea. 

In other words, if someone tries to circumvent the patent process and costs, thinking that a copyright will 

protect them just as well, they will be wrong. If challenged, and one tries to claim protection by copyright 

on a patent idea, they will lose the challenge and potentially the rights to the idea. 

Copyright Requirements 

Copyrights require three basic levels of content to be acceptable as copyrightable material: 

1. The copyrighted material must be something new and not a rework of a previously published or 

protected work. Also, the content must be unique and not a copy of someone else’s work. One 

cannot take an article from another author, rework the same information, and copyright that work as 

their own. The copyrighted material must be something new. 

2. The copyrighted material must be creative and present a unique idea, drawing, painting, movie, 

etc.… One cannot write a single line on a piece of paper and expect to get a copyright. That is not 

something that is creative. A book or research paper is creative, as well as a painting or movie. The 

work must be creative. 

3. Useful or of Value. The copyrighted material must be useful or of value to consumers. A book on 

how to watch paint dry is neither useful nor of value. OK, that is an extreme case, but you get the 

point. The material must be of value or use to the public to be copyrightable. In general, the 

copyrighted material must be of value to society in one way or another. Who decides that, basically 

you do? If you attempt to publish something that is just facts, you will lose any challenge to your 

copyright in the future. Below are some examples. 
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Phone Books, Maps and Cookbooks 

None of the above three publications are copyrightable. Why? Because they are simply compilations of 

facts that are available to everyone. There are specific cases involving all three that when challenged, they 

lost their copyright protections. 

Phone Books Not Copyrightable 

In the case of phone books, a publishing company used the traditional phone book to produce their own 

phone book full of their own advertising they sold to the phone listing owners. The second publishing 

company did not have to spend the time and money to compile their own list of phone numbers since they 

took them directly from the first. The first company sued under violation of copyright. They lost. Why? 

Because a list of phone numbers is a list of facts, nothing more. There is nothing proprietary about phone 

numbers, even a lot of phone numbers all at once. 

Maps Not Copyrightable 

A map publisher wanted to protect their map copyrights. To prove someone copied them they placed 2 or 3 

fake streets with fake street names into their maps. This would help them prove that if anyone copied their 

maps the fake streets and names would prove that the maps had been copied and used illegally, which 

someone did. Another company wanted to publish their own maps but did not want to go to the trouble to 

create a completely new map. So, they copied the first and sold as their own. The first company filed a 

copyright infringement lawsuit. They lost. Why? Again, a map is a compilation of facts. Nothing unique or 

creative about a map. They are all the same if done accurately. There is no copyright for facts, so the first 

map publisher lost their lawsuit. 

Cookbooks Not Copyrightable 

This may surprise you, but cookbooks are not copyrightable. Think about it. Cookbooks are compilations 

of facts. Two eggs here, some flour there, some baking soda over there. These are just fact using common 

ingredients that most kitchens have, in combinations that most cooks know. That someone has come up 

with a new recipe for baking a pie is not something inventive and new. Pies are baked every day. The 

ingredients are the same, perhaps in different combinations, but that is still not innovative. As a result, 

cookbooks are not copyrightable. 

How About Your Customer List? 

I get a lot of questions from retail jewelers regarding protecting their customer list from employees leaving 

and taking the list with them. The obvious use is someone starts their own store and takes the customer list 

from a previous employer to try to take the customers away. Is it possible to copyright your customer list to 

protect from this? 

The answer is yes….and no. 



P a g e  28 | 57 

Patents, Copyrights and Trademarks.                                 © 2020 International School of Gemology 

The “no” goes back to the situations above, customer lists are simply a list of facts. There is nothing unique 

about a list of names and contact information of various levels. To that end, there is technically no way to 

copyright protect your customer list from getting hijacked by an employee on their way out the door. 

But there is another method you can employ. Get creative. Make the list have novelty; be useful and 

creative. If you simply maintain a database of customer information, there is not much you can do with that 

as far as being either of these. But if you include your own creative descriptions of the customer’s 

preferences, their family information, and structure your customer list to include photographs (of jewelry or 

the customer if available) anecdotal information about the customer, or anything further to make your 

customer list  unique, you can copyright this database as fulfilling the criteria above. Then, if an employee 

steals your customer database, they have stolen copyrighted material. If you go one step further and 

perhaps once a year file your creative customer information package with the US Patent Office, you will 

have a potentially solid case for litigation protection. After all, what else in your store deserves more 

protection than your customer information? You should talk to an attorney to make sure they are onboard 

with the idea, but this is a way to copyright your customer information that may prevent disgruntled 

employees from stealing your hard earned market information. 

Mailing a Package 

While it carries no legal protection, I have seen people who have produced a written work they want to 

prove is theirs, mail a copy to themselves. Once received they do not open the package. The US Postal 

Service date stamp on the package serves as a date of original protection if a dispute comes up. While this 

is not a legal copyright filing or protection, in the case of a dispute, even a legal case on a formal copyright, 

this is a method to prove the date of publication that has stood up well in past disputes. 

In our next chapter we will talk about copyright infringement and its elements. 
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Chapter 9: Elements of Copyright Infringement 

Now that we have talked about what makes copyrightable material and how to get your copyright, our next 

topic is copyright infringement. What is infringement? What qualifies as infringement? 

Copying 

It may sound like pure common sense, but the infringement of your copyright will come from someone 

copying your work. Your picture. Your book. Your drawing. Anything you have copyrighted that someone 

else has taken, copied, and using for their own, they are infringing on your copyright. As we discussed, you 

have limited power to deal with this if you do not have a formal copyright filed with the US Copyright 

Office.  The key issue for copyright infringement is when someone takes something you have copyrighted 

and uses it for profit from themselves. That is copyright infringement. 

Here are the basic elements of copyright infringement for which your copyright filing protects you: 

• Improper Appropriation. An example is if you write a book. It would be fair use for someone to 

quote from your book, but we will talk about fair use in the next chapter. In this example we are 

talking about someone copying a major portion of your book, printing, or publishing on the internet 

as their own, and making money from the illegal use of your work. 

• Derivatives. An example here is the sequel to a story you have written. If you create a character in 

a novel and publish the book, others cannot come along and use your character and story line to 

create a “part 2” of the book, or a “continued story” of the character. There is a case law involving 

Sylvester Stallone and a Rocky movie. A Hollywood screenwriter decided for himself that he 

would write a sequel to the movie “Rocky” that was written and owned by Stallone. The 

screenwriter wrote the sequel script and sent it to Stallone to try to sell the idea for the next movie 

script. Stallone said, “I love it, thank you very much” and never talked to the screenwriter again. 

Stallone made the next sequel to the Rocky story using the script and did not pay the screenwriter a 

dime. The screenwriter sued. He lost. The Rocky character and story are copyrighted and owned by 

Stallone. The screenwriter did not have permission to write a sequel. This sequel is also called a 

“derivative” of the Rocky story. The screenwriter’s sequel derived the story line from Stallone’s 

copyrights work. The screenwriter lost the lawsuit because only Stallone had the legal right to 

produce a sequel to the story. When the screenwriter wrote and submitted the derivative story, he 

had no rights to it. He never got a dime for his work that violated Stallone’s copyright, despite his 

script being used for the next movie. 

• Public Performance. An example here is an artist’s music being used in a political ad on 

television, or at a political rally without permission. In these days there are many recording artists 

who demand that one political party or the other stop using their songs without permission. This is 

not fair use; this is public performance without permission. The artist has the control over where, 

when, and by whom their music is performed. It is part of their rights and protections of a 

copyright. 

• Display. An example here is the display of an artistic painter’s work and where it is displayed. The 

same can apply to a sculptor. Any work that can be displayed and is copyrighted can only be 

displayed with the permission of the copyright owner, which is usually the artist. So, if an artist’s 

work is in the hands of someone other than themselves, they still control where the work can be 

displayed. A sculptor who sees one of her works of art being displayed in a place she does not like; 
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she has the right to control that display. Same for any type of copyrighted materials. A classic case 

of this is that of the Wizarding World of Harry Potter at Universal Studio theme park in Orlando, 

Florida. While in the design stage, the Universal executives wanted to build large gift shops capable 

of handling the anticipated crowd sizes. However, since the gift shop concepts were actually taken 

from the books of J.K. Rowling and Hogsmeade Village where the main character Harry Potter 

lived, the Universal Studios executives had to abide by the author's wishes regarding displays and 

structure. The shops were kept small and quaint as in the book. In fact, J.K. Rowling had final say 

in all design and display elements of the Wizarding World of Harry Potter theme park. 

This also applies to photographs, including those of a store’s inventory or designs. If a jewelry designer 

does artistic work of their designs, they should copyright those artistic expressions. This is particularly true 

of photographs or images used on a website. It is extremely easy to steal photographs from one website to 

use on another. In fact, the internet is rife with this very thing. While a common law copyright (as we 

discussed previously) can be used to make demands of an offender’s service provider, if that service 

provider is in another country it can be difficult to motivate them to act. But if your artistic expressions of 

jewelry are copyrighted, you can force the issue and stop the illegal use of your work. 

The key is to file that formal copyright with the USCO to ensure you are protected. 

Now, let us talk about something called “Fair Use”. 
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Chapter 10: Copyright Fair Use 

Anyone who has read our newsletters know that from time to time I quote passages from copyrighted 

articles as part of my review of that article. This is called “Fair Use”. 

Fair Use is not claiming an exception to a copyright. There are no legal exceptions that one can claim that 

sidesteps a formal copyright. The Fair Use concept is a defense against copyright infringement. It is a 

justification of violating a copyright based on an accepted set of standards by which Fair Use can be 

invoked. 

In the event that someone claims fair use to copy the artistic work of another, and that other person sues the 

first for the violation, it is the first person’s responsibility to prove that their use is Fair Use of the material. 

The claim of Fair Use is not a safety net, but rather a burden of proof. If someone uses the copyrighted 

work of another, whether it is formally copyrighted or common law copyright, the person violating the 

copyright bears the burden to prove the fair use is indeed a fair use of the material. 

Below are some of the factors of Fair Use: 

• The Purpose of Use. An example is a schoolteacher who copies a page from a publication to use in 

her classroom. This is not a “for profit” use of the page from the publication, it is for teaching. This 

is considered a defendable violation of the publication’s copyright since the use is for education. 

This same concept applies to reviews, commentary, or evaluations. If a literary critic reads a book 

and publishes a review of that book that uses passages from the book, this is considered Fair Use. If 

a copyrighted scientific paper is peer reviewed and passages from the paper is used in the review, 

that is Fair Use. Even if the review is extremely critical of the work and shows the original work in 

a highly negative light, the use of the material for review or commentary is considered defendable 

as Fair Use. 

• Nature of Copyrighted Work. The examples here are the teachers duplicating for a classroom and 

a website owner taking images from another website to use as his own. The nature of the work 

being used makes a huge difference. The publication the teacher uses is most likely from an 

educational publication. Or even a scientific journal that is used to provide teaching materials for 

the classroom. These types of material are published for the purpose of teaching, so the use of 

duplicated copies in a classroom is very much in the line of Fair Use. However, if someone steals 

photographs from a website and uses it as their own, that is not defendable as Fair Use. The nature 

of the copyrighted work is business, for profit. If another person violates the copyright they are 

taking for-profit images and using them to try to get business for themselves. The nature of images 

on a store’s website is that they were never intended to be used by anyone other than the store on 

their own website. Violations of use of their images is a copyright violation. 

• The Amount of Substantiality of Material Used. The example here is taking material from 

someone else’s research paper and using it in one’s own research. Many scientific researchers share 

information and use each other’s research to incorporate into their own. When the amount of this 

included material is limited and properly credited, Fair Use can easily be claimed. However, if 

someone uses a major portion of the other’s work in their own, and publish as their own, this is 

using a substantial amount of the material, which is a copyright infringement. 

• Market Effects. An example of bad market effects is the case of someone publishing a training 

guide for small businesses and selling that guide on the open market. If someone else were to copy 
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that guide and offer it on the market as being on the same topic, and the same quality, but for much 

less in cost, this could easily destroy the market for the true copyright owner who developed the 

guide. This kind of things happens often in the market, even going back to our example of someone 

stealing photographs from one website and using on another. The potential market harm to the true 

owner could be catastrophic if the offending individual profited from the images. This is an issue of 

market effect. However, the teacher copying pages from a scientific publication to use in a 

classroom will have little or no market effect on the value of the publication. The publisher who 

produces the publication will not be materially harmed by the teacher’s use since there is extremely 

low probability that her students would be paying customers of the publication. This would be Fair 

Use based on little to no market effect on the material being used. 

As you can see, Fair Use is a defense against copyright infringement when the use is for a purpose that is 

not for profit, that uses a small portion of the work, and that does not cause market harm to the publication. 

Reviews, commentary, and critique are all examples of Fair Use. 

This will end our section on Copyrights. Next we will move to Trademarks. 
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Chapter 11: Introduction to Trademarks 

Trademarks are totally different than patents or copyrights. Those protect something. They protect ideas 

and designs. They protect expression and creativity. Copyrights and Patents are used to encourage more 

development. More inventions. More songs. More movies. They protect. 

Trademarks, on the other hand, identify. They identify a source. Huge difference. Let us look at why? 

The purpose of a trademark is to identify a source. To identify a company for 

instance. Like if you hear the name Coca-Cola®, you think of that classic shaped bottle of soft drink. You 

will notice that I placed the small circle with a “R” in the middle by the name Coca-Cola®, we will talk 

about that later. For now, the important issue is to understand that a trademark identifies a source of a 

product or a company. 

Trademarks can be almost anything. Words as in Coca-Cola. Images, designs, packaging, even colors, 

smells, and shapes. All can be a trademark. Even the shape of a Coca-Cola bottle has been a trademark of 

Coca-Cola since 1977. 

Below are two examples of trademarked colors. 
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The key factor is that a trademark is intended to reduce consumer search costs. What is consumer search 

costs? This does not mean it costs consumers money to search for something, it means the costs in time and 

verification. The term “consumer search cost” refers to the amount of time required for a consumer to find 

a product they are looking for, and to make sure it is the product they want. 

An example is the Levi’s denim jeans trademark. Levi Strauss and Company 

holds many trademarks for products and logos dating back to the mid-1800’s. All 

are highly recognizable by the public. When someone is looking for an authentic 

pair of Levi’s Jeans, they look for the logo, the trademarked logo. It is a fast way 

to identify that one is buying authentic Levi’s. That saves time. That is the 

consumer search cost savings. 

As you can see, a trademark can be many things. It is an identification of the source of the product and can 

include just about anything including the product packaging. 

A trademark identifies the source of the product, to help consumers find that product and know that it is an 

authentic product with as little effort as possible. 

I will add one of my Registered Trademarks to let you get a first look at what the formal trademark looks 

like. This is from the TESS system of the United States  Patent and Trademark Office that we will cover in 

this guide. This is for my formal Trademark of the name: eBook Gemology. We will discuss how to get 

one of these in the coming chapters. Take a few minutes and read this trademark. 

 

Next, we will look at the levels of trademark that govern if something can truly be a trademark. 
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Lesson 12: Hierarchy of Trademarks 

You may have heard that it is difficult to get a trademark approved. While there is a process one must go 

through to submit a trademark for approval, the ease of approval, or lack thereof, is more based on the 

trademark than on anything to do with the approval process. Trademarks follow a clear hierarchy of levels 

that are all based on the trademark itself. The higher up in that hierarchy your trademark reaches, the better 

chance you have of getting approval. The lower on that hierarchy level your trademark falls, the less likely 

you are to get approval. You will occasionally find exceptions where someone with a seemingly low level 

trademark gets approval, but that is usually rare. 

Here is the hierarchy of trademarks and how they may affect your application. 

Fanciful Trademarks 

This is the top level and contains those trademarks based on unique names, usually made up just for a 

particular company or product. Exxon is one classic example. That is not a word in any dictionary, it is 

considered “fanciful” or a trademark name that does not exist elsewhere. Kodak is another. Many drugs use 

fanciful names to ensure quick approval. Names like Lunesta® or Viagra®. These are not names in any 

languages so create unique trademark names that are normally approved fairly quickly. 

Arbitrary Trademarks 

Arbitrary trademarks are usually trademark names that are common in a language but have nothing to do 

with the product being described. A classic example is Apple and Apple computers. Apple computers have 

nothing to do with apples. The name is just arbitrarily used to denote a product. But when one hears Apple, 

one generally thinks of Apple Computers. But these can also share the name with other products, for 

instance: Apple Records. The Beatles label from the 1960s and forward. Since there is little chance of 

someone confusing Apple Records with Apple Computers, the word “Apple” can be used as a trademark 

for both. They are each different enough from each other to allow for the consumer search to not confuse 

the two. 

These first two levels of trademark are usually the easiest to get approved. These last three will be more 

difficult or impossible to get approved. 

Suggestive Trademarks 

Suggestive trademarks are names that tend to suggest certain products that could be confusing. 

The  example is Citibank. The name itself says that it is a bank. The trademark suggests what it is. It is not 

unique to the term “bank” only the “citi” part is unique. This is suggestive using a common term that is 

often used for other banks, as in First National Bank, etc.… A few other examples are names such as 

Range Farms for poultry farms, TopDoc Connect for physician referral services, and even Forensic 

Gemologist for a gemologist who offers investigative services. These are all suggestive trademarks and can 

be difficult to get approved unless very unique and one has an exceptionally good trademark attorney. 
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Descriptive Trademarks 

On this level is where getting a trademark can be difficult. These are trademark names that simply describe 

a product. Classic is the title: Tender Vittles. This is simply a description of a pet food product and not 

something new or unusual. Others include names like Crystal Clear for bottled water or Flashy 

Diamonds.  These simply describe a product and are not unique. Trademarks of this kind are rarely 

approved. 

Generic Trademarks 

Finally, is the generic trademark, which is almost never approved. In fact, I will probably go ahead and say 

they are never approved. The classic example is “Super Glue”. That name has been used so many times by 

so many companies that it has become a generic description of a type of glue and not anyone’s trademark. 

Other names that were once trademarks but have become generic are Flip-Phone, Cellophane, Videotape, 

Laundromat, and Aspirin. A generic trademark can be a previously held trademark that the overwhelming 

amount of use in the market diluted the trademark value and caused it to become generic or were so generic 

in their meaning that they are never approved. 

Below is a list of once active trademarks that due to the overuse in the market, became generic trademarks 

and were lost by their owners: 

Aspirin Still a Bayer trademark name for acetylsalicylic acid in about 80 countries, including Canada and 

many countries in Europe, but declared generic in the U.S.[1] 

Catseye Originally a trademark for a specific type of retroreflective road safety installation.[2] 

Cellophane Still a registered trademark of Innovia Films Ltd in Europe and many other jurisdictions. 

Genericized in the U.S. Originally a trademark of DuPont.[3][4] A thin, transparent sheet made of 

regenerated cellulose. 

Dry ice Trademarked by the Dry Ice Corporation of America in 1925.[5][6] A solid form of carbon 

dioxide. 

Escalator Originally a trademark of Otis Elevator Company. 

Flip phone Originally a trademark of Motorola.[7] 

Flit gun Originally trademarked as a dispenser for Flit, a brand of insecticide manufactured by the 

Standard Oil Company of New Jersey (later Exxon). 

Heroin Trademarked by Friedrich Bayer & Co in 1898.[8][9] Trademark lost in some nations in the Treaty 

of Versailles, in 1919.[10] 

Hovercraft Trademarked by Saunders-Roe. 

Kerosene First used around 1852.[11] 
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Lanolin Trademarked as the term for a preparation of water and the wax from sheep's wool.[12] 

Laundromat Coin laundry shop.[13] Westinghouse trademark, registered in the U.S. in the 1940s 

(automatic washing machine) and 1950s (coin laundry) but now expired. 

Linoleum Floor covering,[14] originally coined by Frederick Walton in 1864, and ruled as generic 

following a lawsuit for trademark infringement in 1878; probably the first product name to become a 

generic term.[15] 

Mimeograph Originally trademarked by Albert Dick.[16] A low-cost printing press that works by forcing 

ink through a stencil onto paper. 

Trampoline Originally a trademark of the Griswold-Nissen Trampoline & Tumbling Company[19] 

Videotape Originally trademarked by Ampex Corporation,[20] an early manufacturer of audio and video 

tape recorders. 

You will probably recognize some of these names and not know they were once protected trademarks. 

Summation 

These are the levels of trademarks you need to consider before attempting to register your trademark. The 

higher in the levels you go, the easier you will find the approval process. Go too low, and you will spend a 

lot of money and time only to be disappointed by a rejection letter from the US Patent and Trademark 

Office. 
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Chapter 13: Applying for Your Own Trademark 

Now that you understand the concepts and levels of trademark, you may be ready to start considering a 

trademark of your own. Businesses that have their own trademark not only get the protection of knowing 

no one else can use your trademark, but also knowing that consumers can start looking for your trademark 

to find you. The trademark will set you apart from your competitors and let people know that your business 

is serious since it has been granted a trademark from the United States Trademark office. Therefore, let us 

look at the process step by step to help you make the most informed decision about how you will apply for 

your trademark. 

Trademark Search 

Your first step is to search the USPTO database to see if your trademark concept has already been taken. 

For this you will go to the USPTO website at this link: https://www.uspto.gov/ 

On the front page you will see two choices for search areas: Patents and Trademarks. Use the drop down 

menu of Trademarks and choose the “TESS: Search trademark data base” 

Once there you will want to perform a simple trademark search that will bring up anything related to your 

trademark inquiry. So, choose “Basic Word Mark Search”. There are other choices you can choose and 

may want to do so just to be careful to make the widest search possible. But to get started use the  Basic 

Word Mark Search as it will bring up most matches in a variety of formats. 

Next, enter in the “Search Terms” the word or name you want to trademark. You can even enter the word 

or name of a company that has a picture trademark and it will come up. Here you can put your company 

name in and see if there are any registered trademarks in the database that could possibly cause your 

proposed trademark to be rejected. 

In that Search Term Line, put in the words: Jewelry Adjuster. Do this now and read the results. A screen 

print from this search is below: 

https://www.uspto.gov/
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You should have found the page for the Jewelry Adjuster logo. This is the original Registered Trademark 

of this website and company of the Global Claims Associates, and our current domain name. As you will 

note it is an image and not just words. It is much easier to get an image logo trademarked than simply 

words. Had I attempted to trademark the words: Jewelry Adjuster, they would have been considered simply 

descriptive and been rejected. Since I filed an application as a logo image, it was not only approved, but 

now when someone searches for the words “Jewelry Adjuster” my trademark logo comes up which helps 

avert others from attempting to try any form of trademark with those words. 

You will also note the information regarding filing date, registration date, and registration number. If you 

look up a trademark and there is no registration number, that means the application was rejected. More on 

that in just a minute. 

You will notice in the TESS web page (important that you follow those instructions and are able to 

review), at the bottom there is a line: Register. By that is the word: Principal (sic). This refers to a fully 

protected trademark, which helps give international protection, but more on that later. Sometimes, if you 

have a trademark application that is border line as far as approval, they will offer you a “Supplemental 

Registration” which gives you a limited legal trademark protection. You should consult with your 

trademark attorney on that issue. 
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Secondary Search 

If you go back to the TESS Search page and enter in the Search Terms box the word: Diamond, you will be 

brought to a page with a whole list of trademarks. The word “diamond jewelry” will be found in all sorts of 

trademark listing. The problem is some are truly trademarks called “Live” and some are rejected, or 

expired trademarks called “Dead.  If you take some time and read the “Live” and “Dead” trademarks you 

will start to see what it takes to create a trademark application with all the categories and various 

information types. This is one reason to find a good attorney for your trademark application because if you 

get one category wrong, one listing in the wrong place, your trademark application is summarily rejected. 

Spend some time in the TESS system search for terms applicable to your business and see how many 

possible conflicts you may find later. 

A screen shot of a TESS search of "diamond jewelry" is below. 
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Creating the Application 

At this point, you should seriously consider what kind of trademark you wish to have and consider all the 

above. Logos and pictures are more easily trademarked, although usually under the Supplemental Registry. 

Word marks such as your store name, are more difficult and less likely to get approved unless you have a 

name that falls in the top two categories of trademark hierarchy. 

Finally, seriously consider a trademark attorney. There are online legal services such as Legal Zoom, but 

the application process right now is lengthy. 

Speaking of lengthy, be prepared to be patient. Once submitted your trademark application will take an 

average of 6  months before getting to an examining attorney due to the number of applications they 

receive. It is not rare to take 8 months to get an answer on your application. There is no way to rush this 

and patience will be the key to success. 

I hold 3 Registered Trademarks. Two are Supplemental and one is Principle. I get to use the “®” 

designation on all of them. The circle with the R is restricted in use to Federally Registered Trademarks. 

Anyone using the Federal Registered Trademark symbol without owning a registered trademark is breaking 

the law. 

There are “common law” trademarks available. We will talk about common law trademarks in the next 

chapter and how you can protect your trademark with common law and still have protection without the 

cost and time of making formal application. 

Length of Protection 

Trademarks are forever if you are using them. If you stop using them in commerce they are considered 

“abandoned” which means anyone else can adopt your abandoned trademark and use it for themselves. An 

example is the International School of Gemology’s Registered Gemologist title. For several years, this title: 

“Registered Gemologist” was a trademark of the Diamond Council of America. This was many decades 

ago. When I found the term had been abandoned I picked it up as part of our ISG program title. It helped 

that Terry Chandler, President of the DCA, is also a friend of ours and approved the usage since they had, 

in fact, abandoned the term. I did not have to ask, but good business relations and communications are 

always important if the situation promises to be a positive outcome. Had the situation been adversarial and 

the term abandoned anyway, I could still have taken the term based on abandonment alone. I think you get 

the point here, best to research your trademark, understand any limitations, and work within those 

limitations if possible. 

One important issue you will find if you have a registered trademark, companies are out there who will 

make you think your trademark is about to expire and you need them to help renew your trademark…for an 

average of $600.00.  These companies send out notices that appear to be from the USPTO informing you 

that your trademark is about to expire. 

These notices look very, very official. I get these constantly from all three of my trademarks. Since these 

companies have full access to the TESS system, they can pull all the data from the trademark and make it 

all look very official. I have no idea how many victims they get, but since they have been doing this so 



P a g e  42 | 57 

Patents, Copyrights and Trademarks.                                 © 2020 International School of Gemology 

long I have to assume it is profitable. They always include a Business Reply Envelope which is pre-paid 

return postage. I sometimes write a short letter extolling my true feelings about their antics and send it 

back, just to let them know that not all of us here are so gullible. 
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Chapter 14: Common Law Trademarks 

Common Law Trademarks are exactly what they say, trademarks whose protection comes from common 

law rather than formal Federal Registration with the USPTO. Common law protection is based on your 

ability to prove prior use, meaning you can prove you were using the trademark before someone else 

started using it. 

How to Claim Common Law Trademark 

As we discussed earlier, a Registered Trademark is noted by the placement of the letter R in a circle by the 

trademark: ®  Only trademarks that are formally approved as Registered Trademarks can use this symbol. 

With common law trademarks you will use a small ™ as your symbol beside the trademark.  This literally 

stands for “trademark” and means that you are using and claiming this trademark as your own, based on 

prior use, but it is not a formal Registered Trademark. 

Why do we have common law trademarks? 

Often a new business or small business cannot afford to hire an attorney to file for a Registered Trademark. 

The cost can be $1,000.00 or more for attorney fees and filing fees. The common law trademark will 

provide for limited protections without the cost.  It is intended to allow small business to create trademarks 

with the limited protection that it brings. 

Protection of Common Law Trademarks 

Defending your common law trademark is up to you. It is your responsibility to act in the case of 

infringement. This can be difficult because the common law trademark does not automatically apply 

protection as the Registered Trademarks do. You will have to file Cease and Desist letters to the infringers, 

and potentially take court action that may or may not be successful. By placing the “TM” on your 

trademark, however, you are informing all others that you have claimed this as your trademark, and any 

infringement by others could be actionable. That is very often all that is required to keep others from using 

your trademark. 

It is possible to defend a common law trademark in court. Here is a case of which I was party to the action. 

In 2012 I prevailed in a litigation case in California regarding a report I issued on fraud being perpetrated in 

the industry by Direct Shopping Network. The litigation stopped a $100 million fraud, and in doing so 

created a fierce retaliation against me from certain dealers who were involved and making big profits from 

the fraud. As a result, once the litigation was done they started a cyber-attack against me, using an 

alteration of one of my domain names: YourGemologist. They set up the cyber-attack under: 

YourGemmologist, the European spelling of the word. As they planned, any time someone searched for my 

domain of YourGemologist, on the same Google search page would appear this cyber-attack website: 

YourGemmologist. The effects were devastating for my business. 
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I had always claimed a common law trademark, in fact for a period of 12 years, with the proper common 

law ™ trademark notice. However, I did not have a Federal Trademark so trying to stop these trolls from 

using my trademark name was difficult. 

On the internet, there is a dispute resolution process called the “Uniform Dispute Resolution Process”. We 

will talk more about this in a later chapter, but this process has been set up on the internet with 

international jurisdiction to hear and resolve disputes between domain owners everywhere. I filed a 

“UDRP” claim against this cyber-attack website. Even without a Registered Trademark, I was able to 

defend my common law trademark rights. The case became case law which we will talk about in Lesson 

18. 

The key factor is that despite not having a Registered Trademark on YourGemologist, I was able to defend 

my common law trademark based on prior use and bad faith use by the trolls. 

The website was ordered shut down and the domain ownership transferred to me. You would think 

problem solved but no such luck. The trolls simply moved to another domain and started all over again. I 

could have filed another action, but the same outcome was pretty much assured. As it was, the first action 

where I prevailed cost me just over $3,000.00. So, trying to chase these guys down on their cyber-attack 

was beyond my resources. But the successful defense of the common law trademark in the UDRP was one 

of the first times that had been accomplished and has been used in other cases as case law. 

The result to this is that common law trademarks do afford you a certain level of protection of your 

trademark. The use of the “TM” by your trademark informs all others that you claim this as your 

trademark, and any use by others may result in legal action. This is very often the required amount of 

protection needed to keep others from infringing on your trademark. It is free, all you must do is place the 

“TM” by your trademark. For small businesses and new businesses, this is a good way to start to protect 

your intellectual property of trademark. As you grow and business increases, you can use this time to prove 

how long you have used this trademark in commerce for your formal Registered Trademark. 

If you have questions, I urge you to seek the council of a trademark attorney. Even if just to answer 

questions about coverage issues, it will be time well spent as your business grows. 
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Chapter 15: Trademark Infringement 

Let us go back to working with Registered Trademarks as those are the purpose of this section of the 

course. We will talk about Trademark Infringement. As the name implies, this deals with others who may 

be using your trademark and even a trademark that is remarkably similar to yours, for the purpose of taking 

marketing advantage of your hard work to establish the trademark. There are three based areas of 

trademark infringement we will deal with here: 

1. Likelihood of confusion 

2. Intent to confuse consumers 

3. Dilution of name 

Likelihood of Confusion 

This includes any trademark that may cause confusion between your trademark and the other. It is not 

necessarily required that they be in your same business. One famous case involving the Gemological 

Institute of America and a nail salon in Texas. The nail salon used the name: GIA company. Remarkably 

close to the trademarked initials GIA of the gemological institute. While no one would confuse a nail salon 

with a gemological education institute, the closeness of the names created a legal case brought about by the 

Gemological Institute of America for trademark infringement. 

Intent to Confuse Consumers 

In some cases, a competitor of a business will attempt to create a trademark that is close to the original 

trademark, to confuse consumers into thinking that they are the authentic product when they are not. A 

classic example of this is a Miami bottling company that was successful in getting approval for a product 

called “Cola de Coca”, in direct competition with the famous Coca Cola. It was an interesting situation 

since the two names are so similar that for Spanish speaking markets, the potential for confusion is 

significant. 
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Dilution of Trademark 

This is something that normally affects large corporations and their trademarks. Dilution means the use of a 

trademark or trademarks of like design to the point that the original ceases to be valuable as a trademark. 

One example is that of the Mobil Oil Corporation. Until it was taken over by the Exxon company to create 

ExxonMobil, Mobil Oil Company was famous for its name and a horse logo that was part of its trademark. 

The name “Mobil oil” has now become widely used by the fast oil change companies with the term “Mobil 

oil” incorporated into many trademarks but spelled as Mobile Oil. This is the concept behind dilution of 

trademark. The trademarked words have been used so much in commerce that the value has become 

diluted. 

  

These are the basic levels of trademark infringement that you may encounter. It is also possible that 

someone else may accuse you of infringing on their trademark during the course of business. The key issue 

is that someone claims that another person is using a trademark that is similar in design and potentially 

creates consumer confusion and therefore loss of business. 

With a Registered Trademark you have the legal ability to take the offender to court. 

Next, we will talk about the Defenses to Trademark Infringement that you may encounter, or perhaps need 

for yourself.  Remember, if you hold a Registered Trademark and find someone infringing on your 

trademark, your first call should be to your attorney for proper legal advice. 
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Chapter 16: Defense to Trademark Infringement 

Whether you have someone infringing on your trademark, or if you have been accused of 

infringement of someone else’s trademark, there are defenses that can be used to avoid 

the accusations. While the list can be longer, there are two main areas that generally 

affect small businesses.  

• Abandonment, and 

• Functional Mark that creates disadvantages for competitors 

Abandonment 

We will start with abandonment as that one is fairly easy to prove. By definition, 

abandonment of the trademark is when someone simply stops using the trademark in 

commerce. This could be from closing a business, it could be due to changes in a business 

name or structure, or simply that a business updated their trademark and stopped using a 

previous trademark. I should remind you that Registered Trademarks are active forever if 

you use them. As we discussed earlier, trademarks do not require renewal. As long as you 

are using it in commerce for your business, it is active. If you stop using it, and someone 

notices that you no longer use it, they can take the trademark and claim abandonment. 

You will have to go to court to stop their use of the trademark in that situation, by proving 

use of the trademark and that it is not abandoned. 

Many times, if you do a TESS trademark search you will find a trademark that has been 

formally abandoned for a variety of reasons. Any abandoned trademark is open for use but 

be prepared if the previous owner wants to claim it as active. 

Functional Mark 

Here is where it gets more difficult. Sometimes trademarks get approved and that 

trademark award is later challenged by a competitor. It could be based on the issue of 

your trademark being functional, and its use causes an unfair advantage for you in the 

market. Such would be the case if your trademark included a photograph of some piece of 

equipment widely used in your market. By you having that image as part of your 

trademark, this would prevent your competitors from using a picture of that equipment in 

their advertising. This creates an unfair advantage for you because the equipment piece is 

a functional part of your market, including your competitors. If your competitor filed a 

legal action on your trademark as just being functional and creating unfair market 

advantage,  it is possible that the court could over-turn your trademark. 
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Be aware that this can work both ways. If you find someone infringing on your trademark, 

and you take them to court to enforce your trademark, it is possible that the court will rule 

against you. In that case you will lose your Registered Trademark, even though it was 

approved by the USPTO. For that reason, you must be careful about going to the Federal 

Circuit Court to file your trademark claim. If you lose, you could lose your trademark. It is 

rare but happens. You will need to discuss this with your attorney because you will need 

an attorney to challenge a trademark infringement in court. 

A functional mark is one that is easily confused with what other companies are doing. For 

instance, the trademark words: Engagement Ring. Your first thought is jewelry and the 

words “Engagement Ring” would be tough to trademark. But there are other companies 

that use the term “Engagement Ring” that have nothing to do with jewelry. Below are 

some examples. 

In the above case, the trademark was granted because the use of the trademark did not 

interfere with other businesses. But what about other jewelry companies that want to use 

“Engagement Ring” in their trademark? If someone wants to use these words, and gets a 

trademark, they can prevent others from using the words “engagement ring” in any of 

their advertisements. The trademark owner would own the right to use the words 

“engagement ring”, which would create an unfair advantage for that owner against others 

in the industry. 
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For that reason, there are various types of trademarks that allow for multiple uses, and 

conditions to be put on certain trademarks regarding use of  a word or words. If you 

review some of the trademarks for the terms “Engagement Ring” in the TESS system, you 

will find the phrases added “no claim is made to the use of “engagement” or “ring” . This is 

saying the trademark being approved is only for the combination of the words, and that 

each word is not reserved only for that trademark. This allows for other trademarks to be 

granted and used containing the same words, based on the use not directly interfering 

with each other, and not creating consumer confusion. 

Some examples are below. 
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Now, what happens if someone feels they are being subjected to unfair competition 

because one of their competitors has the term “engagement ring” in their trademark. 

What happens if the second uses the term anyway and the first files a trademark 

infringement lawsuit against the second? 

If the lawsuit ends in favor of the defendant, the trademark owner will most likely lose 

their trademark. If the second trademark user (defendant) can prove that the awarding of 

the Registered Trademark to the first user created unfair competition and unfair 

advantage for the first owner, that Registered Trademark will be cancelled. If the plaintiff’s 

lawsuit (Registered Trademark owner) is upheld, the infringing party will have to 

immediately cease from using the trademark or the one close to it, and potentially pay 



P a g e  52 | 57 

Patents, Copyrights and Trademarks.                                 © 2020 International School of Gemology 

damages and legal costs of the Registered Trademark owner. It is all up to the courts, but 

care must be taken by both sides because there is a lot at stake in the matter. 

As you can tell, trademark infringement and the defense to this is certainly a matter for 

trademark attorneys. The purpose of this lesson is to let you know that there are defenses 

to trademark infringement, and that if you have a Registered Trademark there are certain 

responsibilities for legal standards of proof that go with enforcing your trademark. The key 

is to have a Registered Trademark so you have all the legal remedies at your disposal 

should the situation arise. 

Next, we will talk about Fair Use of a Trademark. When it is OK to use someone else’s 

trademark. 
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Chapter 17: Trademark Fair Use 

Trademark Fair Use is very much like copyright fair use, there are specific uses that are allowed that fall 

into categories that specifically define the use. 

• Comparative Ads 

• News Commentary 

• Noncommercial Use 

Comparative Ads 

Making comparisons of one’s product to another product has always been an acceptable Fair Use if the 

trademark of the other product is clearly stated as to who owns it, and that it is being used as a comparison. 

The use of comparison advertisements is as old as the concept of advertising itself. A classic example is 

that of two beer companies: Miller Lite and Bud Light. These two companies have for years posted 

comparison advertisements of each other’s products, and in doing so have used each other’s trademarks in 

their commercials. Below is an example of one of their advertisements. This is considered Trademark Fair 

Use if the ownership and other factors are all properly disclosed. Another example is that of Coca-Cola and 

Pepsi-Cola who constantly do comparison ads using each other’s products and logos. 

 

News Commentary 

This is another common sense Fair Use, news commentary of a product. An example would be a news 

report of a stock price jump with Coca-Cola. In the news report the news station or internet news provider 

might show a picture of the Coca-Cola Registered Trademark to enhance the news coverage and make the 

story more direct to the company. This applies to online and printed news coverage, as well. If you write an 

article about a company and use their trademark in the story, you should put a note at the bottom that the 

trademark is the property of that company and was used under Fair Use for editorial purposes. 



P a g e  54 | 57 

Patents, Copyrights and Trademarks.                                 © 2020 International School of Gemology 

Noncommercial Use 

This again is parallel to the copyright fair use. If you are making copies of a page for a classroom 

presentation, and on that page is the trademark of the company who published the material, that is 

noncommercial use of the trademark. The same applies to any use in which no commercial incentives are 

in play and the use of the trademark is not a “for profit” purpose. This can also be used if you are 

publishing a review of a product. If the review is for a noncommercial purpose, it is allowed under Fair 

Use. 

There are obviously other places where Fair Use of a trademark come into play, but in general the above is 

the most often encountered. Again, if you have questions about fair use of someone’s Registered 

Trademark you should contact your attorney for guidance. 

We have one more chapter to talk about some of the organizations that help protect trademarks. 
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Chapter 18: UDRP and ACPA 

During the course of business, you will probably experience at least one situation (if not more) where you 

need to protect your intellectual property rights. I have been confronted by this several times based on the 

success of the International School of Gemology in an exceedingly difficult market to succeed in. The 

situation was made worse when I prevailed in the DSN -v- Robert James litigation as that action stopped a 

US$100 million dollar fraud that was making huge profits for the perpetrators. As we have discussed, the 

result was and is a cyber-attack on the ISG. While dealing with this situation I was successful in taking 

down one of the attacking websites by using the Uniform Dispute Resolution Process, better known as the 

UDRP. 

What is the UDRP 

Internet laws are extremely difficult for any single government to legislate. While the United States has 

copyright laws that can govern internet conflicts, these do not have jurisdiction outside of the US. Since the 

internet is without borders, violations of copyrights from one country to the next was for years difficult if 

not impossible to prosecute or litigate. Fortunately, the people who oversee the internet created their own 

international governing structure that is called the UDRP. 

The UDRP is a panel of three arbitrators who review and decide cases on internet violations of intellectual 

property issues, particularly domain name disputes and content disputes. The reason the UDRP can enforce 

their decisions around the world is that their decisions are required to be followed by all internet name 

registrars. An internet name registrar is places like GoDaddy, Network Solutions, Blue Host, and any 

company from which you can buy the rights to a domain name. These registrars must sign a contract with 

ICANN to abide by the ruling of the three panel members of the UDRP regarding any dispute resolution. 

ICANN is the initials of the Internet Corporation of Assigned Names and Numbers, a non-profit 

corporation set up for the purpose of providing a unified control office for internet domains and addresses. 

ICANN rules govern the internet around the world. Since trying to litigate intellectual property rights from 

country to country was virtually impossible, ICANN stepped in and assumed the role, and has done so very 

well. 

How the UDRP Works 

When someone feels that another website is infringing on their internet property rights, they can file a 

UDRP complaint. While an individual can file the complaint, it is far better if you have an attorney do this 

if you can afford one. The UDRP complaint is handled just like a lawsuit, with evidence requirements and 

case law quoted to support the complaint. There are three areas of complaint that are considered by the 

UDRP, based on ICANN rules: 

1. Identical or Confusingly Similar. When someone else puts up a website with a domain name that is the 
same or similar to yours, they are violating your common law property rights to that name, unless you have 
a formal trademark on the name. I had a common law claim to the name YourGemologist. The violating 
domain was under the name: YourGemmologist, the European spelling of “gemologist”. This was my first 
cause of action in my successful UDRP action. 
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2. Rights or Legitimate Interests. I had to prove that I had the right to use the name. For a common law 
copyright or trademark, I had to prove prior use of the name, along with evidence that I had used the name 
in commerce for longer than the claimed violator had used their name. I was able to do this based on my 
having purchased the rights to the domain name 14 years prior and had operated an active website under 
that name the full time. The violator did not respond, which often happens when someone is violating your 
domain, so this point stood on its own merits. 

3. Registration in Bad Faith. When someone registers a name for the sole purpose of doing harm to another, 
that is a bad faith registration. In my case the UDRP board agreed that the yourgemmologist website was 
established for the sole purpose of drawing away traffic from my site and doing harm to my business. 

Once all three of these criteria were proven in my favor, the UDRP  granted my complaint and the domain 

name was transferred to me from the registrar located in the Bahamas. This is one of the first cases where a 

common law trademarked domain name was defended in a UDRP  ruling, which established case law that 

continues to this day. 

The good thing about the UDRP is that it gives small businesses the ability to fight back against internet 

trolls that try to steal your intellectual property. The same method can be used for internet content also. 

Theft of Photographs 

The same agreement that requires domain registrars to abide by UDRP rulings for domain names also 

applies to copyrighted content. If you find a website has stolen your images and are using them without 

permission, you can submit a complaint to the registrar of the domain and demand the images be removed. 

If you have the level of proof of your images, such as a copyright mark or watermark on the images you 

can prove is yours, you should be successful in forcing the  offending site to cease using them. If  they do 

not you can appeal to the UDRP. 

Once again, filing a UDRP can be done by independent business owners if you study the process and have 

the evidence. But a good internet property rights attorney can go a long way in assuring your success. 

Anticybersquatting Consumer Protect Act (ACPA) 

This is a US law directed toward protecting trademarks. It is intended to address three specific problems 

with internet trademark infringement: 

1. Bad faith intent to profit from a registered trademark. This would be someone who buys a domain name 
that is the same or similar to a famous name, or even a successful local business name. They do so for the 
purpose of profiting from drawing customers away from the authentic site to their bogus site. This is one 
category of cybersquatting that is actionable. 

2. Use of similar marks to dilute a registered trademark. This would include the creation of an internet 
domain or product that is similar to an established trademark that has the result of making the original 
trademark less important. By putting many items of a name on the internet, for instance, the violator 
would make the original trademark less important. This is also not allowed. 

3. Name for profit. While not as prevalent as in previous years, some individuals will buy a domain name that 
is the same as a trademarked name for the purpose of trying to profit from the domain. They do this by 
getting the domain, then offering it to the true trademark holder at a huge profit. If the original holder of 
the domain purchased the name for no other reason than to sell it to the rightful owner, this is not allowed. 
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The easiest way to avoid all of this is to protect the most probable domain names around your domain 

name when you buy it. When you purchase your domain in the .com realm, also protect it in the .org, .net, 

and other realms to insure no one can come behind you and take the same domain in another realm for the 

purpose of doing  you harm. 

Summation 

There are obviously many more aspects of intellectual property rights for small business than we have 

covered in this course. It is well known that intellectual property rights attorneys are hard to find because 

of the intricacies of the topic itself. But finding a good attorney who specializes in intellectual property 

rights will be well worth it for your growing business. The key is by understanding your intellectual 

property rights as presented in this course, you will better understand the business aspects of the issues and 

be able to work with the attorney in a more efficient manner. 

I hope you have enjoyed this course. Please let us know any way we can make it of greater benefit to you. 

We invite you to join us in the International School of Gemology for the world’s finest distance education 

in gemology, jewelry appraisal and advanced jewelry litigation and insurance training. Click the icon 

below to visit our website to learn more. 

Robert James FGA, GG 

President, International School of Gemology 

President, Global Claims Associates 

Member: National Association of Independent Insurance Adjusters 

Property and Casualty Adjuster, Texas Department of Insurance License #1300433 
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